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DETAILED ACTION 
Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 19, 21-25 and 37-34, drawn to methods of treating an adverse condition of 
the skin, mucosa, nails or keratinous fibers of a subject comprising applying 
thereon an effective amount of at least one glucosylated hydroxystilbene 
compound or composition, classified in class 424, subclass 401 for example. 

II. Claim 20, drawn to a method for controlling skin pigmentation comprising 
applying thereon an effective amount of at least one glucosylated hydroxystilbene 
compound or composition, classified in class 424, subclass 401 for example. 

HI. Claim 26, drawn to a method of promoting in vivo anti-oxidant and/or anti- 
inflammatory effect comprising applying onto the skin of the individual an 
effective amount of at least one glucosylated hydroxystilbene compound or 
composition, classified in class 424, subclass 401 for example. 

IV. Claim 44, drawn to a method for liberating a hydroxystilbene in stratum comeum 
comprising administering thereto an effective amount of at least one glucosylated 
hydroxystilbene compound, classified in class 424, subclass 401 for example. 

V. Claims 35-43, drawn to a topical composition comprising effective amount of at 
least one glucosylated hydroxystilbene compound, classified in class 424, 
subclass 401 for example. 

Inventions V and I-IV are related as product and process of use. The inventions can be 
shown to be distinct ifeither or bod, of the Mowing can be shown: (1) the process for usingthe 
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product as claimed can be practiced wi«h another ntaterially different product or (2) the product 
as claimed can be used in a materially different process of using mat product (MPEP 
§ 806.05(h)). in the ins*n. case inflammation can be treated employing hydrocortisone cream, 
adverse skin conditions can be treated with vitamin A derivatives. 

inventions I-1V are unrelated. Inventions are unrelated if it can be shown that they are 
not disclosed as capable of use togemer and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions In the instant case these inventions have different functions. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of mc 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

During a telephone conversation with Mr. Stepno on 04/09/02 a provisional election was 
made without traverse to prosecute the invention of Group I, claims 19, 21-25 and 27-34. 

Affirmation of this elec^^ ^ 
20, 26, 35-44 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as 

being drawn to a non-elected invention. 

Claims 19, 21-25 and 27-34 are herein examined on the merits. 
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Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 
^spec^ons.aUcon.na— ^^^^^^^ 

j . t t c r 101 because the claimed 
Claims 19,21-25 and 27-34 are rejected under 35 U.S.C. 

invention is no. supported by a well established utility. 

Tta. claims are drawn to regime/regime, Empioying "method" in Heu of 
regime/regimen would be favorably considered. 

Claims .9, 21-25 and 27-34 are also rejected under 35 U.S.C. 1 ,2, firs, paragraph. 

invention. 

Cairns 19 and 27-34 are rejected under 35 U.S.C. 1 .2, firs, paragraph, because the 
, ov ideenab,eme„.forme,od s of tt e,i»ganyand,ladverseco„di.ionof,es to ,muc„s, 

in scope with these claims. 

Claims 19 and 27-34 are rejeded under 35 U.S.C. 1 .2, ft* paragraph, as containing 
sub jec,maner which was no, described in Ute specification in such a way as ,0 reasonably 



Paci© 5 

Application/Control Number: 09/915,353 
Art Unit: 1617 

convey to one skilled in the relevant art that the inventus), at the time the application was filed, 
had possession of the claimed invention. Treating all adverse condition of the skin, mucosa, 
nails or keratinous fibers is not taught in the specification. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 19, 21-25, 27-34 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

The term "desired" and "such period of time as required" in claims 19 and 21-25, 
"improving" in claim 22, "smoothing" in claim 23 and "preventing" in claim 24 are all relative 
terms which render the claims indefinite. The term "desired", "such period of time as required", 
"improving", "smoothing" and "preventing" are not defined by the claim, the specification does 
not provide a standard for ascertaining the requisite degree, and one of ordinary skill in the art 
would not be reasonably apprised of the scope of the invention. What is the desired response? 
For how long is the administration of the composition required? To what degree is the skin 
improved and/or smoothed? To what degree is the formation of wrinkles prevented? 

The term "admixture thereof in claim 32 renders the claim indefinite. Since only one 
compound is recited in the claim, it is not clear with what the compound is mixed. 

The terms "vitis vinifera" and "polygonum caspidatum" renders claim 33 vague and 
indefinite because the precise chemical make-up of these extracts is not clear. Further the 
Skilled Artisan cannot ascertain which part of the plant or from which plant (e.g., which type of 
grape) the extract is taken. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
(a)Ap a ten W otoeo^^ 

section 102 of this title, if the d.fferences btfween £ e in P vention was made to a person 

manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 Determining the scope and contents of the prior art. 

2 AsceSng the differences between the prior art and the chums at issue. 
V Resolving the level of ordinary skill in the pertinent art. 

4. objective evidence present in the application indicating obviousness 

or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 19, 21-25 and 27-34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Carson et al. (WO 99/04747) and Waterhouse et al. 

Carson et al. (WO 99/04747) teaches that resveratrol, a phytoestrogen present in red 
grapes, is useful in methods of inhibiting the proliferation of keratinocytes and stimulating their 
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differentiation, improving the appearance of wrinkled, lined, dry, flaky, aged or photodamaged 
skin, improving skin thickness, elasticity, flexibility, radiance, glow and plumpness, see in 
particular absttac. and claims 3-4. Carson e. al. (WO 99/04747) also teaches that cosmetic 
compositions containing grape extract are known in the art, see in particular page 4 lines 23-33. 

Waterhouse et al. teaches that both resveratrol and piceid (3,4,5-trihydroxystilbene-3- 
beta-mono-D-glucoside) are present in grape extract (i.e., Vitis species) as well as in Polygonum 

cuspidatum root, see in particular page 571. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to employ grape extract in Carson et al.'s methods of treating and/or improving skin 
conditions. 

One of ordinary skill in the art would have been motivated to employ grape extract in 
Carson et al.'s methods of treating and improving skin because grape extract is known to contain 
both resveratrol and piceid (3,4,5-trihydroxystilbene-3-beta.mono-D-glucoside), known to be 

useful in cosmetic compositions. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mojdeh Bahar whose telephone number is (703) 305-1007. The 
examiner can normally be reached on (703) 305-1007 on Monday, Tuesday, Thursday and 

Friday from 8:30 a.m. to 6:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Minna Moezie, J.D., can be reached on (703) 308-4612. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 308-4556. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1235. 
Mojdeh Bahar 

Patent Examiner . 



May 3, 2002 




